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.j Application No. | Applicant(s) 

| 10/006,790 j MASUDA ET AL 

j Office Action Summary j Examiner hvrtOSit j 

j } Jeanne A. Pi Grazio j 2871 i 

I ~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

j Period for Reply 

| A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

! - Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

| - If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication, 

i - Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

| - Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

I earned patent term adjustment. See 37 CFR 1.704(b). 

| Status 

; 1 )M Responsive to communication(s) filed on 15 December 2003 . 

! 2a)D This action is FINAL. 2b)E>_l This action is non-final. 

I 3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

. closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

! Disposition of Claims 

j 4)|_3 Claim(s) 1-14 is/are pending in the application. 

I 4a) Of the above claim(s) is/are withdrawn from consideration. 

i 5)D Claim(s) is/are allowed. 

I 6)[_3 Claim(s) 1-14 is/are rejected. 

j 7)D Claim(s) is/are objected to. 

8)D Claim(s) are subject to restriction and/or election requirement. 

! Application Papers 

I 9)D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are; a)D accepted or b)D objected to by the Examiner. 

I Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

\ Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

j 1 1)D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 
j 1 .□ Certified copies of the priority documents have been received. 

I 2.D Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
! application from the International Bureau (PCT Rule 17.2(a)). 

| * See the attached detailed Office action for a list of the certified copies not received. 

1 3) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received, 
j 14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 
I reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

! Attachment(s) 

| 1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-1 52) 

3) Q Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) CD Other: 

i 

U S Pa;e"i and Trademark Off ce ~~ " " ' ' " " ' " 

PTOL-326 (Rev. 11-03} Office Action Summary Part of Paper No. 011404 



Application/Control Number: 1 0/006,790 Page 2 

Art Unit: 2871 

DETAILED ACTION 
Response to Arguments 

Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

Claim Rejections - 35 VSC § 103 

The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior an are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-4 and 6-14 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nagahama Hiroyuki et al. (JP 2000-082338). 

Per claims 1 and 6: Nagahama et al. have a transparent conductive film, transparent touch 
panel, and liquid crystal display element (ABS, entire patent). In Nagahama, a retarder 
(Applicant's compensating film) is made from a norbornene-based film (Means for Solving the 
Problem at Page 3). Nagahama calls the norbornene film a "transparence high polymer film" 
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referenced by numeral (1 1) in the drawings. The norbomene film furthermore consists of a 
uniaxial-stretching high polymer film (Means for Solving the Problem at Page 3)(Applicant's "a 
stretched norbornene-based resin film"). Nagahama also has a "transparence conductivity thin 
film" (Applicant's adhesive layer) that is adhered to the stretched norbomene film (Effect of the 
Invention at Page 5). The adhesive force of the layers is set to improve adhesive property (Effect 
of the Invention at Page 5). Nagahama also has a film thickness in the range of 50-200 
micrometers (Means for Solving the Problem at Page 3). 

Nagahama et al. do not appear to specify an adhesive force of not smaller than 1 0 N/20 

mm. 

However, Nagahama et al. do specify and teach a range of adhesive force (15g/15 mm or 
over (ABS, entire patent) for the purpose of improving adhesion (ABS, entire patent). 
Specifically, Nagahama et al. instruct that such a laminate of stretched norbomene film and 
adhesive layer can favorably be interposed between a polarizing plate and liquid crystal panel in 
a stacked manner (ABS, entire patent). The laminate prevents exfoliation and cracking based on 
the adhesive force of the layers (Effect of the Invention at Page 5). 

Nagahama et al is evidence that ordinary workers in the field of liquid crystals, 
adhesives, compensating films, and polarizers would have had the reason, suggestion, and 
motivation to optimize the adhesive force of a laminate of adhesive layer and stretched 
norbomene films for the purpose of preventing peeling, cracking, and to improve adhesion. 

Please note that in considering the disclosure of a reference it is proper to take into 
account not only the specific teachings of the reference but also those inferences which one 
skilled in the art would reasonably be expected to draw therefrom (MPEP 2144.01). 
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Nagahama et al. is also evidence that optimization of the adhesive force between a 
stretched norbornene film and adhesive layer is a results effective variable for preventing 
exfoliation, cracking, peeling, and improving adhesion. 

Optimization of a results effective variable requires only routine skill in the art (MPEP 
2144.05 II). 

Therefore, it would have been obvious to one of ordinary skill in the art of liquid crystals, 
adhesives, compensating films, and polarizers at the time the invention was made to optimize the 
adhesive force of a laminate of an adhesive layer and stretched norbornene film for the purpose 
of optimizing adhesion and to prevent exfoliation, cracking, peeling, and for a high endurance 
display device. 

Per claims 2-4: Claims 2-4 are product-by-process limitations and are not given 
patentable weight. Please note that patentability of a claim to a product does not rest merely on a 
difference in the method by which the product is made. Rather, it is the product itself which must 
be new and unobvious. Because the process recited adds no structural limitations, no patentable 
weight has been given to the process recited in claims 2-4 (MPEP 2113). 

Per claim 7: Nagahama et al. do not appear to explicitly specify a stretching ratio for the 
norbornene film. 

However, Nagahama et al. teach and suggest that retardation and birefringence depend on 
stretching (Means for solving the problem at Pages 3 and 4). Changes in the birefringence 
depend on changes in stretching. 
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Nagahama et al. is evidence that ordinary workers in the field of liquid crystals, 
adhesives, compensating films, and polarizers would have had the reason, suggestion, and 
motivation to optimize stretching ratio for optimal birefringence and to affect birefringence. 

Please note that in considering the disclosure of a reference it is proper to take into 
account not only the specific teachings of the reference but also those inferences which one 
skilled in the art would reasonably be expected to draw therefrom (MPEP 2144.01). 

Therefore, it would have been obvious to one of ordinary skill in the art of liquid crystals, 
adhesives, compensating films, and polarizers at the time the invention was made to optimize 
stretching ratio for optimal birefringence and to affect birefringence. 

Per claims 8 and 9: Nagahama et al. have a transparent conductive film, transparent touch 
panel, and liquid crystal display element (ABS, entire patent). In Nagahama, a retarder 
(Applicant's compensating film) is made from a norbornene-based film (Means for Solving the 
Problem at Page 3). Nagahama calls the norbornene film a "transparence high polymer film" 
referenced by numeral (1 1) in the drawings. The norbornene film furthermore consists of a 
uniaxial-stretching high polymer film (Means for Solving the Problem at Page 3)(Applicant's "a 
stretched norbornene-based resin film"). Nagahama also has a "transparence conductivity thin 
film" (Applicant's adhesive layer) that is adhered to the stretched norbornene film (Effect of the 
Invention at Page 5). The adhesive force of the layers is set to improve adhesive property (Effect 
of the Invention at Page 5). Nagahama also has a film thickness in the range of 50-200 
micrometers (Means for Solving the Problem at Page 3). Nagahama et al. also have a 
"transparence conductivity film" (adhesive layer) adhered to a polarizing plate (Effect of the 
Invention at Page 5). 
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Nagahama et al. do not appear to specify an adhesive force of not smaller than 10 N/20 

mm. 

However, Nagahama et al. do specify and teach a range of adhesive force (15g/15 mm or 
over (ABS, entire patent) for the purpose of improving adhesion (ABS, entire patent). 
Specifically, Nagahama et al. instruct that such a laminate of stretched norbornene film and 
adhesive layer can favorably be inteiposed between a polarizing plate and liquid crystal panel in 
a stacked manner (ABS, entire patent). The laminate prevents exfoliation and cracking based on 
the adhesive force of the layers (Effect of the Invention at Page 5). 

Nagahama et al. is evidence that ordinary workers in the field of liquid crystals, 
adhesives, compensating films, and polarizers would have had the reason, suggestion, and 
motivation to optimize the adhesive force of a laminate of adhesive layer and stretched 
norbornene films for the purpose of preventing peeling, cracking, and to improve adhesion. 

Please note that in considering the disclosure of a reference it is proper to take into 
account not only the specific teachings of the reference but also those inferences which one 
skilled in the art would reasonably be expected to draw there from (MPEP 2144.01). 

Nagahama et al. is also evidence that optimization of the adhesive force between a 
stretched norbornene film and adhesive layer is a results effective variable for preventing 
exfoliation, cracking, peeling, and improving adhesion. 

Optimization of a results effective variable requires only routine skill in the art (MPEP 
2144.05 II). 

Therefore, it would have been obvious to one of ordinary skill in the art of liquid crystals, 
adhesives, compensating films, and polarizers at the time the invention was made to optimize the 



Application/Control Number: 10/006,790 Page 7 

Art Unit: 2871 

adhesive force of a laminate of an adhesive layer and stretched norbomene film for the purpose 
of optimizing adhesion and to prevent exfoliation, cracking, peeling, and for a high endurance 
display device. 

Per claims 10 and 1 1: The method as recited by Applicant would have been obvious to 
one of ordinary skill in the art at the time the invention was made in light of the device as 
disclosed in Nagahama et aL Furthermore, Nagahama teaches a surface treatment of corona 
discharge (entire patent). 

Per claims 12-14: Claims 12-14 are not entitled to patentable weight because they are 
structural limitations. It has been held that to be entitled to patentable weight in method claims, 
the recited structure limitations therein must affect the method in a manipulative sense and not to 
amount to the mere changing of use of a particular structure. 

Claim 5 rejected under 35 U.S.C. 103(a) as being unpatentable over Nagahama Hiroyuki 
et al. (JP 2000-082338) in view of Hani Tsutomu et al. (JP 05-212828). 

Per claim 5: Nagahama et al. do not appear to explicitly specify that the adhesive layer is 

acrylic. 

Hani et al. teach a composite sheet using an acrylic adhesive layer. The composite sheet 
has a high transparency, durability at high temperature and humidity, superior heat resistance, 
and physical strength (ABS, entire patent). 

Hani et al. is evidence that ordinary workers in the field of liquid crystals, adhesives, 
compensating films, and polarizers would have had the reason, suggestion, and motivation to use 
and adhesive acrylic layer for a composite sheet that has a high transparency, durability at high 
temperature and humidity, superior heat resistance, and physical strength (ABS, entire patent). 
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Therefore, it would have been obvious to one of ordinary skill in the art of liquid crystals, 
adhesives, compensating films, and polarizers at the time the invention was made to modify 
Nagahama et al. in view of Hani et al. to incorporate an acrylic adhesive layer into a laminated 
structure for high transparency, durability at high temperature and humidity, superior heat 
resistance, and physical strength (ABS, entire patent). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeanne A. Di Grazio whose telephone number is (703)305-7009. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Kim, can be reached on (703) 305-3492. The fax phone number for the 
organization where this application or proceeding is assigned is (703)746-8741. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703)308-0956. 

Jeanne Andrea Di Grazio Robert Kim, SPE 



JDG 




